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QUESTION 1

Your client is a spin out company from the University of Carlton.  Their technology, in the field of nanomachines, was the subject of a self-filed provisional application lodged at IP Australia on 20 August 2004 in the name of Aloysius V Small.  The spin out company, Nanomachines Pty Ltd, has employed the inventor, Professor Small, who developed the technology whilst still an employee of the University.  Whilst Nanomachines Pty Ltd has been established as an Australian company, it is intended that within two years, it will shift its headquarters to the USA, become an incorporated US company and list on the NASDAQ.

The University of Carlton sends you a facsimile.  They advise that Professor Small’s nanomachine can only operate using their patented chemical molecule.  They advise that they will grant Professor Small an exclusive licence to use the chemical molecule.  However, since the chemical molecule only works in conjunction with a certain buffer, they insist that this buffer also be purchased through them.  They propose a licence term of 25 years.  They also note as an aside, that to the extent that they employed Professor Small while he developed the technology, although they have no wish to co-own any patents, in line with University policy, they do require a 20% royalty on the gross sale price of all nanomachines sold by, or sold under licence from Nanomachine Pty Ltd or its successors for the life of any patents which are granted in the technology, or any improvements thereto.

Provide Professor Small with some advice concerning the University’s proposal, and including their compliance with the Patents Act 1990.
(10 marks)

QUESTION 2

One of your firm’s clerks approaches you with a facsimile they have received from a client of your firm.  The client seeks advice as to the location of their Patent Deed.  On investigation, it appears that, whilst the patent application was successfully prosecuted to allowance, the fifth year annuity, which was due around about the time of allowance, was never paid.  Further investigations reveal that the clerk sought instructions from the client regarding the payment of the annuity but cannot remember and has no record of receiving any reply to his letter.  The grace period for paying the annuity expired last week.  You recall that around about the due date for payment of the annuity your firm was heavily involved in installing a new IP management system.  In fact, the data upload from the old system took place one week before the unextended deadline for payment of the annuity.  A rummage through your firm’s duplicate incoming fax records from a year ago finds that a copy of the client’s instructions were received in good time for payment of the annuity.
Draft a declaration to support an application under s.223 for an Extension of Time to pay the annuity.

(14 marks)

QUESTION 3
(a)
Discuss “file wrapper estoppels” and name at least one country outside Australia in which the term is used.
(4 marks)

(b)
Compare and contrast the novelty laws of Australia, New Zealand, Japan and Europe.

(4 marks)

(c)
Discuss the period for response to an exam report established by the European Patent Office and any extensions of the period available.  Include in your answer how these extensions, if any, can be obtained.

(6 marks)

QUESTION 4

Your European client writes to you:

“We have known for some time that Australia now requires the lodgment of an Information Disclosure Statement according to the practice in the United States.  We have ignored this to some extent, but realise we can do so no longer.  Please advise us what we must do to comply with this law and what are the penalties for not sending up an IDS.  Are there any extensions of the deadlines available and what conditions apply?”.

Your review of your client’s portfolio shows that, as of today’s date, they have the following cases in your care:

AU 12345/01
-
Examination requested 15 April 2004
AU 54321/98
-
Third report issued, finally due 12 October 2004
AU 763545
-
Granted 30 April 2004.
Advise your client.

(12 marks)

QUESTION 5

Your Australian client filed a PCT application on 28 May 2004 claiming priority of 1 June 2003.  He advises he intends to instruct you to commence the national phase in New Zealand by filing a patent application there.
You have previously advised him that there is more than one invention present in the specification and he has indicated that protection for each will be required in due course, but that he will not be able to fund that for some time yet.  He asks for a full explanation of the process of obtaining a New Zealand patent, and of the time limits which apply for all steps in the process.

Advise your client and include the steps which can be taken to accommodate his stated position.

(12 marks)

QUESTION 6

Your client, an Australian manufacturer of products for the wine-growing industry, prepared and filed on 17 February 2003, an Australian provisional patent application for an important development it had made relative to netting for vines.  Due to a downturn in the wine industry that season, the client decided it could not afford to proceed to the next stage with its patent application and instead itself refiled the provisional patent application on 1 February 2004.
A prototype of the netting for testing purposes was used at the famous Studley Park vineyard in Kew, Melbourne, in late March 2003.  The netting was seen at that time by some Californian wine-growers who were visiting the vineyard to learn about Australian wine-growing techniques.  The Californians were obviously impressed by what they had seen in Kew last year and have recently sent your client an email requesting a price to supply netting for their entire 50 hectare vineyard in the Nappa Valley.

Knowing that there is now the prospect of a very sizeable overseas order, your client visits you and says that he wants now to proceed immediately with the next stage of his Australian protection and also he wants to patent his invention in the USA.

Advise your client.

(14 marks)

QUESTION 7

(a)
Explain the pros and cons of filing a Demand under the PCT to a local client.
(4 marks)

(b)
After filing of an international patent application under the PCT, explain the options available to you to correct the following errors/defects in the application:

(i)
The number of the priority patent application has been given incorrectly;

(ii)
The filing fee was not paid;
(iii)
Examples 1-3 of the application have been transposed from an unrelated patent application and the correct examples 1-3 have been omitted.
Comment on which, if any, of the above may be triggered by issuance of an invitation to correct a defect and any time limits that apply.

(4 marks)

(c)
In an opposition under the Patents Act 1990, what is a “bar to sealing” action and when is it used?

(4 marks)

QUESTION 8

A first official action you have received from IP Australia notes that the Notice of Entitlement has not yet been received.  You report this to your US associate and ask that they confirm the manner in which title to the invention has been transmitted to the present applicant, LOTSABUGS, Inc.  You also ask that they confirm that the application from which priority has been claimed, US 09/943,172, was the first application filed in a convention country in respect of the invention.
Your associate replies:

(a)
In respect of the Notice of Entitlement, please be advised that we have discovered that one inventor, Mr X, has not been named at any stage in the proceedings.  Further, Mr Y and Mr Z who have been named as inventors, it transpires are not.
(4 marks)

(b)
Furthermore it seems that Mr A, who is employed by the University of Tennessee, never assigned his rights to LOTSABUGS, Inc.  He is now refusing to do so.

(4 marks)

(c)
Finally, please be advised that the invention now subject of the claims was actually first described, at least in part, in US 09/741,080.  US 09/943,172 from which 798654 claims priority, is a continuation in part of, and was filed 18 months after, US 09/741,080.

(4 marks)
In each case, advise your client about what will be required to place the Australian patent application and all formalities relating to the Notice of Entitlement in order.

